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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 8/03/2009 have been fully considered but they are 
not persuasive. 

In response to applicant's argument that Ciotti does not expressly disclose that 
"the roof portion and /or the floor portion provide structural integrity, the structural 
integrity being such that the building construction can be picked up by a crane, and/or 
arranged in a freight vehicle with a normally loaded freight container on top of I, in 
either case without causing structural damage to the building construction...", a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim whether the prior art expressly 
discloses such a use or not. To overcome the reference applicant must provide 
evidence that the claims provide a structure or distinguishing features that the reference 
does not have that make applicant's invention capable of the claimed limitation where 
the prior art is not. Absent such a showing it is determined that Ciotti certainly is 
capable of the claimed structural integrity just as applicant's invention is. In the instant 
case applicant has not provided remarks, evidence or facts that demonstrate how the 
structure of applicant's invention is capable of the claimed "integrity" limitation while the 
prior art is not. 
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In response to applicant's argument that there is no suggestion to combine the 
references of Ciotti and Abler, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
Abler clearly discloses a teaching, suggestion or motivation to include a lock for 
securing the container during shipping. Additionally it is noted that one of ordinary skill 
in the art would readily know to lock something against movement during transport as 
that is not a novel concept. Further, applicant's arguments that the construct of Ciotti is 
such that it may eliminate the need for a locking mechanism is mere conjecture 
unsupported by fact. Therefore the totality of evidence, presented by applicant, 
supporting unobviousness is insufficient to overcome the rejection. 

In response to applicant's argument that there is no suggestion to combine the 
references of Ciotti and WO9802626, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
WO9802626 clearly provides a teaching, suggestion or motivation to include a corner 
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protector where such an inclusion provides protection and permits handling of the 
construct, and additionally the generally known in the art to provide corner protectors for 
shipping (reference additional US Patent 5761854 , element 26) which clearly 
demonstrates what is known in the art). 

Additionally it is noted that applicant's arguments regarding the Ciotti reference 
are confusing as first applicant states that Ciotti is not capable of the claimed structural 
integrity and then (in reference to the WO9802626 document) applicant argues that 
Ciotti is sufficient capable of the structural integrity to be moved without additional 
support structure. 

Lastly it is noted that the reasoning and rationale supported by the prior art for 
combining features need not be the same as applicant's reasoning to anticipated the 
claim. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 5-8, 11-13, 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ciotti (20030051417). 

1 . Ciotti discloses a building construction having a main portion (generally 10, 
including 16, 14), a roof portion (25), and a floor portion (24), the roof portion and the 
floor portion each being attached to the main portion by way of a respective pivot 
connection or connections (as seen in figures 1b-d; paragraphs 0024-0025), the 
building construction being formed such that the main portion, the roof portion and the 
floor portion can be arranged with respect to one another such that the building 
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construction is substantially in the shape of a box-like freight container in which the roof 
portion and/or the floor portion provide(s) structural integrity, the structural integrity 
being such that the building construction can be picked up by a crane, and/or arranged 
in a freight vehicle with a normally loaded freight container on top of it, in either case 
without causing structural damage to the building construction, and wherein the building 
construction can be, after being freighted to a desired site, assembled by swinging the 
roof portion out from the main portion, and by swinging the floor portion out from the 
main portion, not necessarily in that order, but in each case by way of the pivot 
connections, such that the roof and floor portions become at least part of the roof and 
floor of the building construction respectively when the building construction is installed 
on site (paragraphs 0006, 0023-0025). 

2. A building construction according to claim 1 , wherein there is a second roof 
portion and a second floor portion arranged and able to function in similar fashion to the 
first mentioned roof and floor portions but at an opposite side of the main portion to the 
first mentioned roof and floor portions (as seen in the figures). 

5. A building construction according to claim 1, anyone of the preceding claims, 
wherein there is a second roof portion and a second floor portion arranged and able to 
function in similar fashion to the first mentioned roof and floor portions but at an 
opposite side of the main portion to the first mentioned roof and floor portions, and 
wherein the floor portions can be outside of the respective roof portions when the 
building construction is in a disassembled state (as seen in the figures). 
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6. A building construction according to claim 1, wherein there is a second roof 
portion and a second floor portion arranged and able to function in similar fashion to the 
first mentioned roof and floor portions but at an opposite side of the main portion to the 
first mentioned roof and floor portions, and wherein the building construction is, when in 
a disassembled state, substantially in the shape of a standard freight container (as seen 
in the figures; paragraphs 0006, 0023). 

7. A building construction according to claim 1 , wherein there is a second roof 
portion and a second floor portion arranged and able to function in similar fashion to the 
first mentioned roof and floor portions but at an opposite side of the main portion to the 
first mentioned roof and floor portions (as seen in the figures), and wherein the building 
construction is, when in a disassembled state, substantially in the shape of a standard 
ISO freight container (paragraph 0023). 

8. A building construction according to claim 1 , wherein there is a second roof 
portion and a second floor portion arranged and able to function in similar fashion to the 
first mentioned roof and floor portions but at an opposite side of the main portion to the 
first mentioned roof and floor portions (as seen in the figures), and wherein the building 
construction is, when in a disassembled state, substantially in the shape of a standard 
ISO 40 foot freight container (paragraph 0023). 

1 1 . A building construction according to claim 1 , including framing and panels 
wherein the panels can be fitted between parts of the framing to create internal and/or 
external walls (as seen in the figures; paragraphs 0027-0029). 
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12. A building construction according to claim 1, wherein the structural integrity 
is such that the building construction can, when in a disassembled state, be picked up 
by the crane at or adjacent four corners of the building construction without causing 
structural damage to the building construction (paragraphs 0006, 0023). 

1 3. A building construction according to claim 1 , wherein the building 
construction is at least partially clad when in a disassembled state (as seen in the 
figures, clad at least by elements 12, 14). 

16. A building construction according to claim 1, wherein the building 
construction is certified as a shipping container for use on container ships (paragraphs 
0004-0005). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ciotti 
(20030051417) in view of Abler (20060185262). 

3. Ciotti discloses the building construction according to claim 1, wherein there 
is a second roof portion and a second floor portion arranged and able to function in 
similar fashion to the first mentioned roof and floor portions but at an opposite side of 
the main portion to the first mentioned roof and floor portions (as seen in the figures), 
but is silent regarding locking means for the floor and wall portions such that they can 



Application/Control Number: 10/553,290 Page 8 

Art Unit: 3635 

each be locked in a substantially vertical orientation when the building construction is in 
a disassembled state for freighting. 

Abler discloses a building construction having hinged wall portions for forming an 
expanded floor where in a closed position the building is an ISO shipping container, and 
further discloses that the portions have locking means for freighting (paragraph 0016). 

At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to modify the building of Ciotti to have the locking means as disclosed by 
Abler to provide a secure container for shipping. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ciotti 
(20030051417) in view of Morris (5966956). 

4. Ciotti discloses the building construction according to claim 1, wherein there is 
a second roof portion and a second floor portion arranged and able to function in similar 
fashion to the first mentioned roof and floor portions but at an opposite side of the main 
portion to the first mentioned roof and floor portions (as seen in the figures), but does 
not disclose that the roof portions can be outside of the respective floor portions when 
the building construction is in a disassembled state, but instead discloses that they are 
inside the floor portions. 

Morris discloses a building construction have expandable floor and roof portions 
where when in a non-expanded position resemble a shipping container. Morris further 
discloses that the roof portions can be outside the respective floor portions when the 
building construction is in a disassembled state (figure 3). 
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At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to pursue know techniques of sidewall placement (such as that disclosed 
by Morris) and employ them to achieve the predictable results of a floor and roof 
portions that expand. Further it is noted that whether the roof portions are above or 
under the floor portions in the disassembled state appears to be a mere matter of 
obvious design choice as applicant has not disclose that either position provides an 
advantage, or solves a stated problem, but rather discloses either embodiment to be 
acceptable. As the prior art clearly discloses either position to be know it would have 
been obvious to pick one for applicants own invention. 

Claims 9-10, 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ciotti (20030051417) in view of WO9802626. 

9-10, 12. Ciotti discloses the building construction according to claim 1, wherein 
there is a second roof portion and a second floor portion arranged and able to function 
in similar fashion to the first mentioned roof and floor portions but at an opposite side of 
the main portion to the first mentioned roof and floor portions (as seen in the figures), 

But does not disclose a removable corner protector arranged over at least part of 
an external edge or along a different external edge of the disassembled construction to 
provide a measure of protection and/or strength to the construction when it is being 
transported. 

WO9802626 discloses foldable, portable building construction comprising 
removable corner protector 26 to aid in moving the building when being transported (as 
seen in figure 16). 



Application/Control Number: 10/553,290 Page 10 

Art Unit: 3635 

At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to modify the building construction of Ciotti do include the corner 
protectors of WO9802626 to aid in safely and efficiently transporting the construction, 
such that the building construction can, when in a disassembled state, be picked up by 
the crane at or adjacent four corners of the building construction without causing 
structural damage to the building construction. 

Allowable Subject Matter 

Claims 14,17,18 are allowed. 

Conclusion 

This is an RCE of applicant's earlier application. All claims are drawn to the 
same invention claimed in the earlier application and could have been, and in fact were, 
finally rejected on the grounds and art of record in the next Office action if they had 
been entered in the earlier application. Accordingly, THIS ACTION IS MADE FINAL 
even though it is a first action in this case. See MPEP § 706.07(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSICA LAUX whose telephone number is (571)272- 
8228. The examiner can normally be reached on Monday thru Thursday, 9:00am to 
5:00pm (est). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on 571-272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Richard E. Chilcot, Jr./ 

Supervisory Patent Examiner, Art Unit 3635 

/J. U 

Examiner, Art Unit 3635 



